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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-9,1 1 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. The claimed subject matter fails to result in a physical transformation 
nor does it appear to provide a useful, concrete and tangible result. 

2. Determine Whether the Claimed Invention is a Practical Application of an Abstract 
Idea, Law of Nature, or Natural Phenomenon (§ 101 Judicial Exceptions) 

For claims including such excluded subject matter to be eligible, the claim must be for a 
practical application of the abstract idea, law of nature, or natural phenomenon. Diehr, 450 U.S. 
at 187, 209 USPQ at 8 ("application of a law of nature or mathematical formula to a known 
structure or process may well be deserving of patent protection."); Benson, 409 U.S. at 71, 175 
USPQ at 676 (rejecting formula claim because it "has no substantial practical application"). 

To satisfy section 101 requirements, the claim must be for a practical application of the § 
101 judicial exception, which can be identified in various ways: 

©®The claimed invention "transforms" an article or physical object to a 
different state or thing. 

®®The claimed invention otherwise produces a useful, concrete and 
tangible result, based on the factors discussed below. 
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a. Practical Application by Physical Transformation 

The examiner first shall review the claim and determine if it provides a transformation or 
reduction of an article to a different state or thing. If the examiner finds such a transformation or 
reduction, the examiner shall end the inquiry and find that the claim meets the statutory 
requirement of 35 U.S.C. § 101. If the examiner does not find such a transformation or reduction, 
the examiner has not determined as a final matter that the claim is non-statutory. The examiner 
must proceed in further inquiry. 

b. Practical Application That Produces a Usefiil Concrete, and Tangible Result 
For eligibility analysis, physical transformation "is not an invariable requirement, but 
merely one example of how a mathematical algorithm [or law of nature] may bring about a 
usefial application." AT&T, 172 F.3d at 1358-59, 50 USPQ2d at 1452. If the examiner 
determines that the claim does not entail the transformation of an article, then the examiner shall 
review the claim to determine if the claim provides a practical application that produces a usefiil, 
tangible and concrete result. In determining whether the claim is for a "practical application," the 
focus is not on whether the steps taken to achieve a particular result are usefiil, tangible and 
concrete, but rather that the final result achieved by the claimed invention is "usefiil, tangible and 
concrete." The claim must be examined to see if it includes anything more than a § 101 judicial 
exception. If the claim is directed to a practical application of the § 101 judicial exception 
producing a result tied to the physical world that does not preempt the judicial exception, then 
the claim meets the statutory requirement of 35 U.S.C. § 101. If the examiner does not find such 
a practical application, the examiner has determined that the claim is nonstatutory. 
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In determining whether a claim provides a practical application that produces a useful, 
tangible, and concrete result, the examiner should consider and weigh the following factors: 

(1) "USEFUL RESULT" 

For an invention to be "useful" it must satisfy the utility requirement of section 101 . The 
USPTO's official interpretation of the utility requirement provides that the utility of an invention 
has to be (i) specific, (ii) substantial and (iii) credible. MPEP § 

2107 and Fisher, 421 F.3d at , 76 USPQ2d at 1230 (citing the Utility Guidelines with 

approval for interpretation of "specific" and "substantial"). In addition, when the examiner has 
reason to believe that the claim is not for a practical application that produces a useful result, the 
claim should be rejected, thus requiring the applicant to distinguish the claim from the three § 
101 judicial exceptions to patentable subject matter by specifically reciting in the claim the 
practical application. In such cases, statements in the specification describing a practical 
application may not be sufficient to satisfy the requirements for section 101 with respect to the 
claimed invention. Likewise, a claim that can be read so broadly as to include statutory and 
nonstatutory subject matter must be amended to limit the claim to a practical application. In other 
words, if the specification discloses a practical application of a § 101 judicial exception, but the 
claim is broader than the disclosure such that it does not require a practical application, then the 
claim must be rejected. 

(2) "TANGIBLE RESULT" 

The tangible requirement does not necessarily mean that a claim must either be tied to a 
particular machine or apparatus or must operate to change articles or materials to a different state 
or thing. However, the tangible requirement does require that the claim must recite more than a § 
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101 judicial exception, in that the process claim must set forth a practical application of that § 
101 judicial exception to produce a real-world result. Benson, 409 U.S. at 71-72, 175 USPQ at 
676-77 (invention ineligible because had "no substantial practical application."). "[A]n 
application of a law of nature or mathematical formula to a . . . process may well be deserving of 
patent protection." Diehr, 450 U.S. at 187, 209 USPQ at 8 (emphasis added); see also 

Coming, 56 U.S. (15 How.) at 268, 14 L.Ed. 683 ("It is for the discovery or invention of 
some practical method or means of producing a beneficial result or effect, that a patent is granted 
. . ."). In other words, the opposite meaning of "tangible" is "abstract." 
(3) "CONCRETE RESULT" 

Another consideration is whether the invention produces a "concrete" result. Usually, this 
question arises when a result cannot be assured. In other words, the process must have a result 
that can be substantially repeatable or the process must substantially produce the same result 
again. In re Swartz, 232 F.3d 862, 864, 56 USPQ2d 1703, 1704 (Fed. Cir. 2000) (where asserted 
result produced by the claimed invention is "irreproducible" claim should be rejected imder 
section 101). The opposite of "concrete" is unrepeatable or unpredictable. Resolving this 
question is dependent on the level of skill in the art. For example, if the claimed invention is for 
a process which requires a particular skill, to determine whether that process is substantially 
repeatable will necessarily require a determination of the level of skill of the ordinary artisan in 
that field. An appropriate rejection under 35 U.S.C. § 101 should be accompanied by a lack of 
enablement rejection under 35 U.S.C. § 1 12, paragraph 1, where the invention cannot operate as 
intended without undue experimentation. See infra. 
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Conclusion 

Any inquiry concerning this communication or earlier conraiunications from the 
examiner should be directed to Sheila B. Smith whose telephone number is (571)272-7847. The 
examiner can normally be reached on Monday-Thursday 6:00 am - 3:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on 571-272-4090. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



S. Smith 
October 2, 2006 
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